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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 . Claims 1, 2, 4-6, 11, 12, 15-17, 19, 20, 21, 23-25, and 30-32 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Pietrowicz et al. (US Patent Application Publication 
2003/0026244) in view of Wu et al. (US Patent 6,480,581). 

Claim 1 is limited to an IP telephone apparatus for executing a telephone call 
through a computer network. Pietrowicz discloses a desktop appliance that integrates 
analog PSTN and digital packet voice communications. See Abstract. Figure 1 depicts 
the most general embodiment of the device, wherein all features are integrated within 
one package. As is clear from the figure, Pietrowicz discloses a desktop appliance 
(100), i.e. a main unit, which includes a built-in handset (152); but also includes an 
audio port (156) for other external telephony devices (160), i.e. an external telephone 
connection unit being connectable to an external telephone having a handset. The- 
analog interface (132) provides connection to the PSTN, i.e. a telephone line connection 
unit that connects to a telephone network. The digital interface provides connection to 
the packet network, i.e. an audio signal input/output unit that inputs/outputs an audio 
signal for conversation. Even though figure 1 of Pietrowicz includes several other 
functional blocks that hint at certain features of the claimed invention, there is no explicit 
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or implicit suggestion of a dialing start command detection unit configured to detect an 
IP telephone dialing start command. The disclosure of Pietrowicz is incomplete in 
describing how one of ordinary skill would select an outgoing network. Accordingly, 
reference is made to Wu to resolve these deficiencies. 

Wu teaches an internet/telephone adapter device. See Abstract. As illustrated in 
figure 1 , the adapter allows a normal telephone to be connected to either an analog or 
digital network. Furthermore, Wu teaches the detailed operation behind making and 
receiving telephone calls. In particular, and with reference to figure 4A, Wu teaches first 
detecting an off-hook signal from the connected handset, thus enabling a DSP to detect 
DTMF signals (402). Upon detection of a predetermined DTMF input (403) the 
procedure is routed toward calling number decoding (408). By detecting the DTMF 
input at step (403), the procedure is effectively determining whether the user wishes to 
operate in a PSTN or Packet mode. This implies the existence of a dialing start 
command unit, while step (402) implies the existence to a handset validation unit. 
Returning to figure 1 of Pietrowicz, it is clear that the switching and bridging system 
(136) corresponds to an audio signal path switching unit, and the VoP telephony 
processor (1 38) corresponds to a network communication control unit. It would have 
been obvious to one of ordinary skill in the art at the time of the invention to include the 
operating procedure as taught in figure 4A and 4B of Wu for the purpose of allowing a 
user of the dual-network appliance disclosed by Pietrowicz to select the desired network 
to which an outgoing call will be made. 
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Claim 2 is limited to the IP telephone apparatus as claimed in claim 7, as covered 
by Pietrowicz in view of Wu. As noted in the rejection of claim 1 , the disclosure of 
Pietrowicz is incomplete in describing the process steps required for an integrated dual- 
network appliance to connect to a packet-based network. Therefore, reference is again 
made to Wu. Continuing from step (408) of figure 4A, the process routes to point A of 
figure 4B. From there, the process logs into the internet and performs TCP connection 
in order to complete connection over the packet network. These steps imply the 
existence of a control signal input/output unit. The computer is an inherently present 
device at the receiving end of the adapter. Therefore, Pietrowicz in view of Wu makes 
obvious all limitations of the claim. 

Claim 4 is limited to the IP telephone apparatus as claimed in claim 7, as covered 
by Pietrowicz in view of Wu. The audio port (156) disclosed by Pietrowicz corresponds 
to an external machine connection terminal, as it provides connection to the external 
audio device (160). Therefore, Pietrowicz in view of Wu makes obvious all limitations of 
the claim. 

Claim 5 is limited to the IP telephone apparatus as claimed in claim 7, as covered 
by Pietrowicz in view of Wu. The procedure taught by Wu detects an IP telephone 
dialing start command at step (403) of figure 4A, clearly the predetermined DTMF key is 
either pressed or not (i.e. wherein the dialing start command detection unit detects the 
IP telephone dialing start command based on the presence or absence of an IP dialing 
command). Therefore, Pietrowicz in view of Wu makes obvious all limitations of the 
claim. 
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Claim 6 is limited to the IP telephone apparatus as claimed in claim 1, as covered 
by Pietrowicz in view of Wu. As depicted by the procedure of figure 4A, the dual- 
network device first detects an off-hook signal so the DSP can be placed in condition to 
detect DTMF signals (402) (i.e. wherein the handset validation unit detects an off-hook 
signal generated from one of the handset of the main unit and the handset of the 
external telephone and validates the handset corresponding to the detected off-hook 
signal). Therefore, Pietrowicz in view of Wu makes obvious all limitations of the claim. 

Claim 1 1 is limited to the IP telephone apparatus as claimed in claim 5, as 
covered by Pietrowicz in view of Wu. Packet-based telephony mode is selected by 
entering a predetermined DTMF signal (403) (i.e. wherein the IP telephone command is 
generated by operating a general telephone function within one of the IP telephone 
apparatus and the external telephone, the general telephone function for 
telecommunicating by use of the telephone network). Therefore, Pietrowicz in view of 
Wu makes obvious all limitations of the claim. 

Claim 12 is limited to the IP telephone apparatus as claimed in claim 1 7, as 
covered by Pietrowicz in view of Wu. DTMF signals are entered by way of a telephone 
receiver's touchpad (i.e. wherein the IP telephone command is input with a 
predetermined button of one of the IP telephone apparatus and the external telephone). 
Therefore, Pietrowicz in view of Wu makes obvious all limitations of the claim. 

Claim 15 is limited to an IP telephone system whose components are analogous 
in nature to those recited in claim 2, and is rejected for the same reasons. 
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Claim 16 is limited to the IF telephone system as claimed in claim 15, as covered 
by Pietrowicz in view of Wu. In claim 2, the dual-network adapter was shown to perform 
an internet login procedure at step (418) and a TCP connection at step (420). These 
procedures inherently require bidirectional communication, thus the computer outputs a 
signal for validating the IP telephone relay unit upon reception of a connection request 
from the network terminal. Therefore, Pietrowicz in view of Wu makes obvious all 
limitations of the claim. 

Claim 17 is limited to the IP telephone system as claimed in claim 15, as covered 
by Pietrowicz in view of Wu. Pietrowicz mentions variously throughout the disclosure 
that ringing signals are generated. The specific example of an external audio device 
used in the disclosure of Pietrowicz is a standalone answering machine. These 
inherently function by detecting and counting ringing signals, which means that the 
adapter of Wu inherently supplies ringing signals to the external audio device (i.e. a 
ringing signal output unit configured to output a ringing signal to the external telephone 
upon reception of a connection request from the network terminal). Therefore, 
Pietrowicz in view of Wu makes obvious all limitations of the claim. 

Claim 1 9 is limited to the IP telephone system whose components are analogous 
in nature to those recited in claim 12, and is rejected for the same reasons. 

Claims 20 and 32 are essentially the same as claim 1 and are rejected for the 
same reasons. 

Claims 21 , 23-25, 30, and 31 are essentially the same as claims 2, 4-6, 1 1 , and 
12, respectively, and are rejected for the same reasons. 
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2. Claims 3, 13, 14, and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pietrowicz in view of Wu and further in view of Erekson. 

Claim 3 is limited to the IP telephone apparatus as claimed in claim 7, as covered 
by Pietrowicz in view of Wu. While it has been shown that it would have been obvious 
to use an external telephony device at the audio port (156) disclosed by Pietrowicz, no 
specific handset was suggested. Therefore, Pietrowicz in view of Wu makes obvious all 
limitations of the claim with the exception wherein the external telephone connection 
unit comprises a radio communication section for communicating with the external 
telephone by radio. 

Erekson teaches a voice-over-IP interface for standard household telephones. 
See Abstract. In the exemplary figure 1 , the sound system interface, which corresponds 
to the audio port (156) of Pietrowicz, a base station transceiver (54) is connected in 
order to allow bidirectional communication between the dual-network interface and a 
cordless handset (66) by way of radio waves. Erekson further suggests that the 
wireless interface allows freedom of movement over typical corded telephone handsets. 
It would have been obvious to one of ordinary skill in the art at the time of the invention 
to use the base station transceiver at the audio port as taught by Erekson for the 
purpose of extending the range that the dual-network interface can be used by a user. 

Claims 13 and 14 include reference to a cordless slave handset, which is made 
obvious in view of the rejection of claim 3. 

Claim 22 is essentially the same as claim 3, and is rejected for the same 
reasons. 
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3. Claims 7, 9, 10, 26, 28, and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Pietrowicz in view of Wu and further in view Pulver (US Patent 6,741,835). 

Claim 7 is limited to the IP telephone apparatus as claimed in claim 1, as covered 
by Pietrowicz in view of Wu. Up to this point, it has been shown that the dual-network 
interface as disclosed by Pietrowicz is incomplete in its description, but the procedure 
taught by Wu makes up for these deficiencies. However, the procedure of Wu does not 
suggest any machine-generated instructions that are delivered to a user of an external 
handset. Therefore, Pietrowicz in view of Wu makes obvious all limitations of the claim 
with the exception of a message transmission unit that sends to the external telephone 
a guidance message. Upon further analysis of the procedure taught by Wu, it is 
apparent that the guidance message recited in the claim would be placed between 
steps (402) and (403). 

Pulver suggests delivering an audio message to a user of an external telephone 
indicating for them to enter a key combination that they might normally not enter when 
using the external device for its originally intended purpose. Clearly, this is beneficial 
for reminding a user that wishes to perform a certain function, but may have forgotten 
the exact procedure. It is also clear that by informing a user of their request if they have 
forgotten, timesavings will be made so that they don't have to consult a reference for the 
instructions. It follows that such a procedure is extensible to any decision point where a 
user is confronted with options that are beyond the scope of the normal routine. In the 
case of the procedure taught by Wu, the decision point at step (403) requires that a user 
enter a predetermined DTMF key to continue in a packet-based mode. It would have 
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been obvious to one of ordinary skill in the art at the time of the invention to include a 
guidance message as taught by Pulver for the purpose of informing a user as to their 
required input in the event they have forgotten the necessary response, and to speed 
up processing of their request. 

Claim 9 is limited to the IP telephone apparatus as claimed in claim 7, as covered 
by Pietrowicz in view of Wu and further in view of Pulver. The disclosure of Pulver 
teaches that the notifying message can be an audio tone or a text message displayed 
on a screen of the wireless device therein. Because Pietrowicz doesn't include the 
wireless device, it would have been obvious to use the LCD display that is part of the 
user I/O devices section (124) that is a part of the desktop appliance (100) (i.e. a 
message notifying unit configured to notify a message to a user; and the message 
transmission unit controls the message notifying unit to notify the guidance message to 
the user). Therefore, Pietrowicz in view of Wu and further in view of Pulver makes 
obvious all limitations of the claim. 

Claim 10 is limited to the IP telephone apparatus as claimed in claim 9, as 
covered by Pietrowicz in view of Wu and further in view of Pulver. As shown in the 
rejection of claim 9, the LCD display disclosed by Pietrowicz is used fori ndi.cati.ng. the 
guidance message to the user of the external handset (i.e. wherein the message 
notifying unit includes at least one of a display configured to display the message and a 
loudspeaker configured to output the message). Therefore, Pietrowicz in view of Wu 
and further in view of Pulver makes obvious all limitations of the claim. 
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Claims 26, 28, and 29 are essentially the same as claims 7, 9, and 10, 
respectively, and are rejected for the same reasons. 

Allowable Subject Matter 

4. Claims 8, 18 and 27 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

Claim 8 is limited to the IP telephone apparatus as claimed in claim 7, as covered 
by Pietrowicz in view of Wu and further in view of Pulver. The procedure of Pulver 
includes the option of allowing a subscriber to initiate communications over either the 
PSTN or a packet-based network. See Abstract. However, analysis of the procedure 
depicted in figure 4A shows that the procedure always requires a user selection. In 
contrast, the claimed invention allows a fixed mode, where no decision is necessary. 
Therefore, Pietrowicz in view of Wu and further in view of Pulver makes obvious all 
limitations of the claim with the exception of a fixed mode, 

Schornack teaches yet another dual-network adapter. See Abstract. This 
adapter also includes the ability for a user of an external handset to select the network 
that outgoing calls will be made on. See figure 13. However, the decision can be 
defaulted as shown in steps (978) and (982). This supercedes the user's decision in 
steps (984) and (988), thus, a fixed mode is set. However, the examiner submits that 
even if the procedure between Wu and Pulver was further modified to include the 
defaulting functions as taught by Schornack, there is no motivation for the messaging 
transmission unit of claim 7 to indicate to the external user that a fixed mode of 
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operation is indeed in use, as no decision is being made by the user. Therefore, claim 8 
is allowable over Pietrowicz in view of Wu in view of Pulver and further in view of 
Schornack. 

Claim 27 is essentially the same as claim 8, and is rejected for the same 
reasons. 

Claim 18 is limited to the IP telephone system as claimed in claim 15, as covered 
by Pietrowicz in view of Wu. The call receiving procedure described in figure 5 of Wu 
assumes that incoming calls are received on a single transmission medium and are 
differentiated in type by their ring cadence. This clearly does not allow for modes to be 
set such that the presence of only one type of call is made aware to the external 
telephone. Therefore, Pietrowicz in view of Wu makes obvious all limitations of the 
claim with the exception of a mode setting unit configured to set a one calling mode for 
sending a ringing signal to the external telephone only when a connection request is 
received from one of a calling party on the telephone network and the network terminal. 
Thus, claim 18 is allowable over Pietrowicz in view of Wu. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Walter F Briney III whose telephone number is 703-305- 
0347. The examiner can normally be reached on M-F 8am - 4:30pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Forester W Isen can be reached on 703-305-4386. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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